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DETAILED ACTION 

1 . This action is responsive to the paper(s) filed 5/24/04 and 6/22/04. A formal 
decision on the petition filed 5/24/04 is forthcoming. Applicants petition has been 
reviewed by the examiner and has persuaded examiner that the Greenberg et al (WO 
00/39657) reference does not qualify as a 102b reference. The previous action 
applying the reference under 102b was a typographic error. The reference is being 
used in this new action under 102a. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the Invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

3. Claims 1, 5, 11, are rejected under 35 U.S.C. 102(b) as being anticipated by 
Mankovitz et al (US5523794). Mankovitz et al teaches a portable coupon device 
(portable data coupon) that wirelessly receives data to be stored in the device. The 
data can then be processed and displayed by the user buttons. The device can display 
stored coupons as barcodes which are taught to be capable of being scanned as an 
actual UPC at a point of sate (POS) [fig la, lb]. 

Regarding claims 1,5, 1 1, the device has a wireless receiver 16, processor, 
RAM and ROM memory, program and display [fig 2]. At least the display driver 
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program [col 4 lines 19-25] manipulates the stored coupon data to render a barcode on 
the display. Regarding the "means for improving" the [scanning], such is met by the 
inherent characteristics of Mankovitz et al's LCD display. Applicant acknowledges that 
LCD displays inherently provide a strobe rate and persistence level. Mankovitz et al's 
strobe rate and persistence level inherently are of sufficient magnitudes to make the 
invention work; the displayed barcodes can be scanned with a scanning device. 
Mankovitz et al's performance is taken to be an improved performance over an LCD 
having lower strobe rates and/or persistence levels. Applicant's claim 1 1 further defines 
the "means for improving" [scanning] by describing the persistence as "sufficient... for 
scanning." The same applies for Mankovitz et al; there are "sufficient" levels of inherent 
persistence and inherent strobe rate to enable scanning of the displayed barcodes. 

4. Claim 22 is rejected under 35 U.S.C. 102(a) as being anticipated by 
Greenberg et al (WO 00/39657). Greenberg et al teaches the wireless delivery of 
coupon data to wireless telephones. The phone stores a plurality of coupons and the 
user can use the phone buttons to browse and display them. The displayed coupon 
includes a displayed barcode representation of the coupon data so that a PCS scanner 
can scan the coupon to redeem it. [page 16, Figs 3C, 3D]. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 2-4, 6-9, 12, 13, 16-20 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Mankovitz et al. 

Regarding claims 2-4, 9, 12. 13, Mankovitz et al teaches an LCD display 22 [col 
4 lines 25-27]. Official Notice is taken that it is well known that the visual quality of a 
barcode is related to the success in registering an error-free scan. Bushneirs Bar Code 
reference supports this and one of ordinary skill would recognize the same relationship 
between visual clarity and scannability regardless of whether the barcode was printed or 
electronically displayed. It therefore would have been obvious to one of ordinary skill at 
the time of the invention to have provided the electronically displayed barcode of 
Mankovitz et al as a high quality barcode display so as to avoid errors. Official Notice is 
further taken that it is well known to provide electronic displays with various levels of 
visual clarity by manipulating pixel resolution and sizing as well through the use of anti- 
reflective contrast coatings. It would have been obvious to one of ordinary skill at the 
time of the invention to have provided any type of well known LCD display having 
sufficient pixel resolution and sizing as well as well known contrast features such as 
anti-reflective coatings in order to provide a display of sufficient clarity so that a 
displayed barcode could be capable of being scanned successfully. Further, the 
plurality of values for each of the various display characteristics disclosed as various 
operative examples suggests a lack of criticality regarding those characteristic values. 
One of ordinary skill would have been clearly motivated to routinely experiment with 
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such display characteristics in the display design so that the barcodes were displayed 
with sufficient clarity so that they can be successfully scanned at the POS. It would 
have been obvious to one of ordinary skill at the tinne of the invention that higher quality 
displays would improve the scanning accuracy and one of ordinary skill would have 
found it obvious to have provided the highest display possible using the known 
techniques of pixel size, resolution and anti-reflective contrast coating so as to 
maximize accuracy of scanning. Further, applicant states that displays of lower 
resolution/quality can still be used with success with scanning systems which require 
less resolution. The scan rate is dependant on the related tolerances/qualities not only 
of the barcode, but also on the scanning device. Scanning a displayed barcode is the 
intent of Mankovitz et al and it would have been obvious to one of ordinary skill at the 
time of the invention to have provided sufficient resolution/contrast/clarity for the 
particular requirements of the scanning hardware. Regarding claim 9. the "sufficiently 
high" strobe rate is met by Mankovitz et al similar to claim 1 1 . 

Regarding claim 6, Mankovitz et al does not specify the particular file structure 
for the stored data, yet it would have been obvious to one of ordinary skill at the time of 
the invention to have to have used any type of file structure, including related or 
hierarchical file structure as is well known. The particular file structure chosen lacks 
criticality with respect to the device operation. 

Regarding claims 7, 16, Mankovitz et al teaches that the source coupon data is 
encrypted to ensure that only authorized portable data coupons (portable coupon 
devices 10) can use the coupons/data [col 5 lines 36-40]. Applicant argues that the 
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disclosure does not specify whether the decryption occurs in the controller or in the 
portable device. It would have been othenA^ise obvious to one of ordinary skill at the 
time of the invention to have provided the required decryption functionality in the 
portable coupon device so that pirated/hacked/copycat portable coupon devices lacking 
such decryption ability cannot be used with the system of Mankovitz et al, thus providing 
the authorization security described by Mankovitz et al. 

Regarding claim 8, applicant acknowledges that there are a plurality of known 
barcode standards such as UPC, UCC/EAN-128, etc. Mankovitz et al teaches that the 
portable device includes programming to convert a single coupon into several formats 
such as alphanumeric and barcode. The alphanumeric format is easily understandable 
by humans while the barcode is easily understandable by machines. It would have 
been obvious to one of ordinary skill at the time of the invention to have provided the 
ability for the device of Mankovitz et al to convert the coupon data between several 
human-readable languages (English, Spanish, etc.) as well as several machine- 
readable barcode symbologies/languages/formats (UPC, UCC/EAN-128, etc.) so that 
different human operators and different POS scanners requiring various barcode 
formats can process the coupons, for added flexibility and universality. 

Regarding claims 17, 20, Mankovitz et al teaches that user/device information is 
provided in the device memory as a devicelD or usertD or PIN for authentication. This 
data is used along with the coupon data to render an authenticated device's coupons 
[col 5 lines 14-17, col 7 lines 56-60]. Further, Mankovitz et al teaches that images of the 
user (user data) may be transmitted to the device and stored for later use. 
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Regarding claim 18, 19, the data can be recalled later to display barcodes that 
are scanned at the POS [col 8 lines 35-41]. 

7. Claim 22 is alternatively rejected under 35 U.S.C. 103(a) as being 
unpatentable over Deluca et a! (US5870030) in view of Cathey et al (US6532375). 

Deluca et al teaches electronic coupons sent wirelessly to a pager having a processor, 
memory and programming to display a bar-coded version of the coupon data on the 
screen so that it can be operatively scanned by a POS scanner [col 10 lines 43-67]. 
Deluca et al does not teach a wireless telephone. Cathey et al discloses the idea of a 
combined pager and cell phone. It would have been obvious to one of ordinary skill at 
the time of the invention to have included cell phone circuitry in the communication 
device of Deluca et al so that communications can be sent to telephones as well as 
paging systems. 

8. Claim 23 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Deluca et al in view of Frank et al (US5285496). Deluca et al teaches electronic 
coupons sent wirelessly to a pager having a processor, memory and programming to 
display a bar-coded version of the coupon data on the screen so that it can be 
operatively scanned by a POS scanner [col 10 lines 43-67]. While Deluca et al alone 
could be taken to meet the broad "personal digital assistant," Frank et al discloses the 
idea of a providing calendaring and appointment functionality with pagers. Such a 
device is taken to provide a "personal digital assistant" and would have been obvious to 
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one of ordinary skill at the time of the invention to have combined with Deluca et al so 
that users of Deluca et al's device could manage schedules/appointments. 

9. Claim 23 is alternatively rejected under 35 U.S.C. 103(a) as being 
unpatentable over Greenberg et al (WO 00/39657). Greenberg et al teaches the 
portable wireless coupon device to be a cellular telephone, pager or the like. It would 
have been obvious to one of ordinary skill at the time of the invention to have provided 
such functionality in any well known portable wireless computer electronic device, such 
as a PDA. 

10. Claim 8 is alternatively rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mankovitz et al in view of Gutman et al (US5221838). Mankovitz 
et al teaches programming to convert between different coupon formats. Gutman et al 
teaches a portable electronic wallet that stores coupon data received through scanning 
printed barcodes [abstract, col 5]. Gutman et al also acknowledges the plurality of 
barcode format/symbology standards. Gutman et al teaches that several different bar 
code formats can be supported by the device. It would have been obvious to one of 
ordinary skill at the time of the invention to have provided programming to convert 
between various formats of displayed bar-coded coupons so as to increase flexibility 
and universality of the device. 
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Response to Arguments 

1 1 . Applicant argues that Mankovitz et al does not teach a receiver to receive an 
electronic wireless transmission containing coupon information. The IR receiver port 16 
of Mankovitz et al is taken to provide such a feature. 

12. Applicant argues that Mankovitz et al does not teach a configurable portable 
electronic communication device as in claim 1. First, this language is presented in the 
preamble to introduce the apparatus. It is the body of the claim that sets forth structural 
features which define such a device; the limitations found in the claim body are all met 
by the cited art, therefore the cited art provides "a configurable portable electronic 
communication." Nonetheless, the appariatus of Mankovitz et al is clearly configurable 
so as to acquire, store and present electronic coupons, is clearly portable, is clearly 
electronic, clearly communicates with the coupon transmitter, clearly communicates 
coupon information to the POS and is clearly a device. The cited art meets the plain 
and ordinary meaning of the argued phrase. Applicant argues that the specification 
defines such a device. Page 3 lines 24-26 and page 4 lines 14-13-21 provide examples 
of qualifying devices, but the open-ended "such as" language merely provides examples 
rather than an explicit definition with reasonable clarity, deliberateness and precision. 
See MPEP 21 1 1 .01 , Teleflex Inc. v. Ficosa North America Corp., 63 USPQ2d 1374 (CA FC 2002). 
Rexnord Corp. v. Laitram Corp., 60 USPQ2d 1851 (CA FC 2001). Further, application provides 
examples of a wireless PDA or a "handheld computer." The device of Mankovitz et al is 
taken to be a handheld computer 
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1 3. Applicant argues that Mankovitz et al does not provide a means for improving 
scan rate. As stated above, Mankovitz et al provides "sufficient" strobe rate and 
"sufficient" persistence so that the displayed coupons can be read with the scanning 
hardware. Claims 9 and 11 indicates that "sufficient" persistence and "sufficient" strobe 
rate provide such a "means," Applicant argues that normally devices do not include 
sufficiently high display quality so that barcodes can be scanned from them. Mankovitz 
and the Official Notice provide the motivation for a high quality display - so that the 
barcodes taught can be scanned accurately. 

14. Applicant argues that Mankovitz et al does not teach the specific physical display 
properties and argues that Mankovitz et al does not "improve" the display. As stated 
above, one of ordinary skill would have been clearly motivated to routinely experiment 
with known display characteristics in the display design so that the barcodes were 
displayed with sufficient clarity so that they can be operatively scanned at the POS. 
Further, applicant discloses that displays of lower resolution/quality can still be used 
with success with scanning systems which require less resolution. If Mankovitz et al's 
barcodes and scanner equipment quality are anything other than the worst possible 
quality/tolerance, than the equipment and barcodes used by Mankovitz et al can be said 
to be of "improved quality." The means for which this improved quality is achieved is 
the sufficient persistence, strobing and contrast which enables the system to operate. 
Scanning a displayed barcode is the intent of Mankovitz et al and it would have been 
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obvious to one of ordinary skill at the time of the invention to have provided sufficient 
resolution/contrast/clarity for the particular requirements of the scanning hardware to be 
used. 

15. Applicant's argument regarding the Official Notice taken regarding the knowledge 
of how to provide a quality electronic display by manipulating pixel resolution, sizing and 
anti-reflective coating appears to only challenge the conclusion that it would have been 
obvious to have applied such technology to a barcode display. Applicant is not believed 
to have seasonably challenged the general knowledge that pixels and anti-reflective 
contrast coatings are ways to achieve a quality display. 

16. Applicant argues that substantial re-design would be required in order to achieve 
the proposed combinations of Cathey et al and Deluca as well as Frank et al and 
Deluca. Of course redesign would be required, however such could be accomplished 
by one of ordinary skill and the examiner need not provide such details. Nonetheless, 
both Cathey et al and Frank disclose the combinations. 

17. Applicant argues that because a PDA and pager are separately envisioned, the 
examiner's proposal to combine PDA and pager functionality cannot be done. 
Examiner disagrees. 
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Conclusion 



18. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

■ Hotta et a! (US5521 371 ) teaches electronic display of barcodes and further 

teaches that increasing the contrast helps increase the accuracy of scanning 

the displayed barcodes [4:3-6, 6:63-64, 8:32-45]. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Carlson whose telephone number is 703-308- 
3402. The examiner can normally be reached on Mon-Fri 8:30-6p, (off on alternate 
Fridays). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on 703-305-8469. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




